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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 -6 and 10-11, drawn to a process for treating waste gas, 
classified in class 423, subclass 239.2. 

II. Claims 7-9 and 12-14, drawn to a catalyst composition, classified in class 
502, subclass 79. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can 
be used in a materially different process of use, such as a catalyst for hydrocarbon 
conversion process such as catalytic cracking. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II and vice versa, restriction for 
examination purposes as indicated is proper. 



Application/Control Number: 10/723,738 Page 3 

Art Unit: 1725 

5. During a telephone conversation with Ms. Marcy Hoefling on September 14, 
2005 a provisional election was made with traverse to prosecute the invention of Group 
I, claims 1-6 and 10-11. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 7-9 and 12-14 are withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point. out and distinctly claim the subject matter which applicant - 
regards as the invention. 

9. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 



Application/Control Number: 10/723,738 Page 4 

Art Unit: 1725 

App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 2 recites the 
broad recitation "engine exhaust gas", and the claim also recites "in particular exhaust 
as from a diesel or gasoline engine" which is the narrower statement of the 
range/limitation. 

Claim Rejections - 35 USC § 102 

1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gioffreetal. 

Gioffre et al. (US 4,795,482) discloses a process for removing organic 
compounds from a liquid or gaseous medium with a crystalline molecular sieve (column 
1 , lines 10-15). It is taught that the molecular sieve has a silica to alumina molar ratio in 
the range of from 200-500 and has a water absorption capacity of less than 6 weight 
percent (column 2, lines 35-55). It is taught that one particularly suitable molecular sieve 
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is a Y zeolite such as LZ-10 (column 6, lines 20-45). The reference is silent as to the 
unit cell size of the LZ-10 zeolite. However, it is the position of the examiner that, given 
the high silica to alumina molar ratio taught by the reference and the method of 
preparing the zeolite, the unit cell size of the LZ-10 would inherently meet the range 
instantly claimed. When the examiner has reason to believe that the functional language 
asserted to be critical for establishing novelty in claimed subject matter may in fact be 
an inherent characteristic of the prior art, the burden of proof is shifted to Applicants to 
prove that the subject matter shown in the prior art does not possess the characteristics 
relied upon. In re Fitzgerald et al. 205 USPQ 594. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by Gioffre et al. 

12. Claims 1-6 and 10-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by WO 95/15208. 

WO 95/1 5208 discloses a process for the reduction of NO by organic compounds 
under excess oxygen conditions using a catalyst containing stable, dealuminated Y 
zeolite and platinum (page 2, lines 25-35). It is taught that the Y zeolite has a unit cell 
size of less than 24.40, preferably less than 24.35 angstroms and a silica to alumina 
molar ratio of greater than 25 (column 4, lines 1-7). It is the position of the examiner that 
the ranges taught by the reference would meet the ranges instantly claimed. In an 
example the catalysts are exposed to temperatures in the range of 200-450 degrees C 
(page. 8, Example 2). 
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The reference is silent as to the water absorption of the Y zeolite. However, it is 
the position of the examiner that, given the high silica to alumina molar ratio taught by 
the reference, the unit cell size of the zeolite, and the method of preparing the zeolite, 
the water absorption would inherently meet the range instantly claimed. When the 
examiner has reason to believe that the functional language asserted to be critical for 
establishing novelty in claimed subject matter may in fact be an inherent characteristic 
of the prior art, the burden of proof is shifted to Applicants to prove that the subject 
matter shown in the prior art does not possess the characteristics relied upon. In re 
Fitzgerald et al. 205 USPQ 594. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by WO 95/15208. 

Claim Rejections - 35 USC § 103 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 1-6 and 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 95/15208 in view of Cooper et al. 

The teachings of the WO reference are as described above. 
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As discussed above, it is the position of the examiner that the WO reference 
would meet the ranges claimed for the silica to alumina molar ratio and unit cell size of 
the Y zeolite. However, if it is considered that the reference does not disclose the 
claimed ranges with sufficient specificity to anticipate the claims, then a rejection under 
35 (JSC 103(a) is appropriate. If the prior art does not in fact anticipate the instant 
claims, then the claims would have been obvious to one of ordinary skill in the art. Ex 
parte Lee, 31 USPQ 2d. 1 1 05. 

In this case, the reference discloses ranges which overlap the claimed ranges. 
With respect to the encompassing and overlapping ranges previously discussed, the 
subject matter as a whole would have been obvious to one of ordinary skill in the art at 
the time of invention to select the portion of the prior art's range which is within the 
range of the applicants' claims because it has been held prima facie case of 
obviousness to select a value in a known range by optimization for the results. In re 
Boesch, 205 USPQ 215. Additionally, the subject matter as a whole would have been 
obvious to one of ordinary skill in the art at the time invention was made to have 
selected the overlapping portion of the range disclosed by the reference because 
overlapping ranges have been held to be a prima facie case of obviousness. In re 
Malagari, 182 USPQ. 

Moreover, Cooper et al. (US 2004/0141 911) discloses a Y zeolite having a silica 
to alumina molar ratio of from 20-100 and a unit cell size of 24.10-24.40 angstroms 
[0008]. It is taught that such zeolites are suitable for use in automotive catalytic 
converters [0007]. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the method taught by the WO reference to include 
the use of the zeolite taught by Cooper et al. One would have been motivated to make 
the substitution with a reasonable expectation of success because both zeolites are 
useful in the same process of use, i.e. waste gas treatment. 



1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christina Johnson whose telephone number is (571) - 
272-1 176. The examiner can normally be reached on Monday-Friday, 7:30-5, with 
Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (571 ) 272-1 171 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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